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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )[3 Responsive to communication(s) filed on 15 March 2004 . 
2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 7-28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-28 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. §119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 

i. 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) [X] Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 03/15/04 . 6) □ Other: . 
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DETAILED ACTION 

Examiner acknowledges receipt of reissue application filed 03/15/04; IDS, 
preliminary amendment and remarks filed 03/15/04. 

Reissue Applications 

1 . Applicant is reminded of the continuing obligation under 37 CFR 1 . 1 78(b), to 
timely apprise the Office of any prior or concurrent proceeding in which Patent No. 
6,358,503 is or was involved. These proceedings would include interferences, reissues, 
reexaminations, and litigation. 

Applicant is further reminded of the continuing obligation under 37 CFR 1.56, to 
timely apprise the Office of any information which is material to patentability of the 
claims under consideration in this reissue application. 

These obligations rest with each individual associated with the filing and 
prosecution of this application for reissue. See also MPEP §§ 1404, 1442.01 and 1442.04. 

2. The reissue oath/declaration filed with this application is defective because it fails 
to contain a statement that all errors, which are being corrected in the reissue application 
up to the time of filing of the oath/declaration, arose without any deceptive intention on 
the part of the applicant. See 37 CFR 1.175 and MPEP § 1414. 

3. Claims 1-28 are rejected as being based upon a defective reissue declaration under 
35 U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is set forth in the discussion above in 
this Office action. 
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4. The original patent, or a statement as to loss or inaccessibility of the original 
patent, must be received before this reissue application can be allowed. See 37 CFR 
1.178. 

Response to Amendment 

Pursuant to 37 CFR 1.173(c), each amendment submitted must set forth the status 
of all patent claims and all added claims as of the date of the submission. The status to 
be set forth is whether the claim is pending or canceled. The failure to submit the claim 
status will generally result in a notification to applicant that the amendment prior to final 
rejection is not completely responsive (see 37 CFR 1.135(c)). Such an amendment after 
final rejection will not be entered. 

In the current amendment, only the new claims are listed. Applicant has not 
provided the original claims, whether pending or cancelled. Applicant must provide all 
pending claims with the appropriate status identifiers in response to this action. See 37 
CFR 1/1 73(c), which is provided above. 

NEW MATTER REJECTION 

Claims 16- 28 are rejected under 35 U.S.C. 251 as being based upon new matter 
in the form of new composition added to the patent for which reissue is sought. The 
added material in the form of composition, which is not supported by the prior patent, is 
as follows: 

The patent discloses and claims composition that comprises a) cycloalkyl 
methacrylate; b) solvent for the cycloalkyl methacrylate; and c) plasticizer (column 1, 
line 33 to column 3 line 35 and claims 1-15). There is no disclosed composition in the 
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patent that does not contain a plasticizer. The invention thus claimed now in new claims 
16-28 appears to derive from new invention previously not disclosed by the patent. 

MPEP § 1412.01 through MPEP § 1412.03 states, "the content of claims in a 
reissue application is somewhat limited, as is indicated in 1412.01 [R-2], which directs 
that Reissue Claims Must Be for Same General Invention; and the reissue claims must be 
for the same invention as that disclosed as being the invention in the original patent, as 
required by 35 U.S.C. 251. This does not mean that the invention claimed in the reissue 
must have been claimed in the original patent, although this is evidence that applicants 
considered it their invention. The entire disclosure, not just the claim(s), is considered in 
determining what the patentee objectively intended as his or her invention. The proper 
test as to whether reissue claims are for the same invention as that disclosed as being the 
invention in the original patent is "an essentially factual inquiry confined to the objective 
intent manifested by the original patent." In re Amos, 953 F.2d 613, 618, 21 USPQ2d 
1271, 1274 (Fed. Cir. 1991) (quoting In re Rowand, 526 F.2d 558, 560, 187 USPQ 487, 
489 (CCPA 1975)) (emphasis added). See also In re Mead, 581 F.2d 257, 198 USPQ 412 
(CCPA 1978)." 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 16-28 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to one 
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skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The original specification does not disclose 
compositions that do not contain plasticizers and does not show that "flexibility to the 
film deposited on the skin" (abstract and column 1, lines 39 and 40) is provided by a 
composition that does not contain plasticizers. 

7. Claims 16-28 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for compositions comprising plasticizers, does not 
reasonably provide enablement for compositions that do not contain plasticizers. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the invention commensurate in scope 
with these claims. The scope of claims 16-28 is not commensurate with the scope of the 
enabling disclosure of US 6,358,503 because the all the compositions in the patent 
contain plasticizer and there is disclosure in the patent that directs the artisan to a 
composition that does not contain plasticizer. Specifically, the compositions of the 
patent contain plasticizer that provides flexibility and column 3, lines 11-15 describes 
preparing the composition by adding solvents to the polymer and plasticizer. 

MPEP 1412.01 [R-2] also states that claims presented in a reissue application are 
considered to satisfy the requirement of 35 U.S.C. 251 that the claims be "for the 
invention disclosed in the original patent" where: 

(A) the claims presented in the reissue application are described in the original patent 
specification and enabled by the original patent specification such that 35 U.S.C. 1 12 
first paragraph is satisfied; and (B) nothing in the original patent specification indicates 
an intent not to claim the subject matter of the claims presented in the reissue application. 
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In the reissue application, the compositions in claims 16-28 are not described in 
the original patent specification and are not enabled by the original patent specification 
(see abstract, column 1, line 31 to column 3, line 15). 



examiner should be directed to Blessing M. Fubara whose telephone number is (571) 
272-0594. The examiner can normally be reached on 7 a.m. to 3:30 p.m. (Monday to 
Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page can be reached on (571) 272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Any inquiry concerning this communication or earlier communications from the 
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